REMARKS 

Claims 1-12, 14-16 are now pending. Claim 1 has been amended to clarify that the 
inactivating step is performed on the contacted sample and test. 

Applicants traverse the rejection of claim 1 and its dependent claims 2-10 and 14-16 as 
allegedly indefinite under 35 U.S.C. §112. The Office objects to the phrase "any natural 
disturbing compound" because it can not be determined whether or not the compound disturbs 
the action of an antibiotic, or growth, or the reading of a test. The Office alleges that the 
specification discloses two examples of natural disturbing compounds, blood pigments and 
lysozyme, but does not indicate in which way these compounds disturb the test. However, it is 
respectfully submitted that page 2 of the specification, paragraphs [0002] and [0003], discusses 
inhibiting substances such as antimicrobial substances or natural pigments showing inhibitory 
activity against the test microorganism leading to false positive results. Moreover, more than 
two disturbing compounds are disclosed in these same paragraphs, in contrast to what the Office 
alleges. Therefore, as the present specification adequately defines this phrase, this term is not 
indefinite. Further, Applicants direct the Examiner's attention to U.S. Pat. No. 5,354,663 issued 
to Charm, et al 9 cited on page 3 of the present Office Action, in which claim l's step A refers to 
destroying "inhibitors" in the sample, without any reference to what the compound inhibits. 
Further, the Charm patent does not disclose any further definition for "inhibitors." As issued 
patents are presumed valid, Applicants respectfully submit that this term is presumed definite. 
Similarly, the phrase at issue should likewise be considered definite. As such, Applicants 
respectfully request withdrawal of this rejection. 

The rejections under 35 U.S.C. § 102(b) of a) claims 1-12 and 14-16 as being allegedly 
anticipated by Charm (US Pat. No. 5,354,663); and b) claims 1, 5, 7-9 and 1 1 as allegedly 
anticipated by EP 0285792 (EP 6 792), are traversed and reconsideration is respectfully requested. 
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The claims have been amended to clarify that the inactivating step is performed on the contacted 
sample and test. Neither of the cited references disclose an inactivating step performed using a 
combination of the sample and test. Both references disclose a pre-heating step of the sample 
and subsequently the test is added. Therefore, Applicants submit that the cited references do not 
disclose all of the elements of the claimed invention, and request withdrawal of the anticipation 
rejections. 

The rejection of claims 1-12 and 14-16 under 35 U.S.C. §103(a) as being allegedly 
obvious over EP 0005891 (EP ' 891) in view of Charm is traversed and reconsideration is 
respectfully requested. The combination of EP '891 and Charm do not disclose the inactivating 
step as claimed, as described above with respect to the anticipation rejections, and thus the 
Office has not established prima facia obviousness. Further, it is well settled that the omission 
of a step and retention of its function is an indicum of unobviousness. Please see MPEP 
2144.04(b). Here, the preheating step is omitted, however, the ability to determine the presence 
or absence of an antimicrobial residue in a sample is retained. In addition, the references do not 
provide motivation to modify their disclosures arrived at the claimed invention as neither 
reference discloses the advantages of performing the claimed process as a "one-step" method as 
claimed. Therefore, Applicants also request withdrawal of the obviousness rejection. 
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CONCLUSION 



Applicants have endeavored to address all the issues raised in the outstanding Office 
Action. Accordingly, Applicants submit that the pending claims are in condition for allowance. 
If any issues remain or if the Examiner has any questions regarding this response, the Examiner 
is invited to call the undersigned at the number below to resolves these matters. 

In the unlikely event that the transmittal letter is separated from this document and the 
Patent Office determines that an extension and/or other relief is required, applicants petition for 
any required relief including extensions of time and authorize the Assistant Commissioner to 
charge the cost of such petitions and/or other fees due in connection with the filing of this 
document to Deposit Account No. 03-1952 referencing docket No. 246152016900 . 



Respectfully submitted, 



Dated: September 9, 2004 




Morrison & Foersterixp 



381 1 Valley Centre Drive, 
Suite 500 



San Diego, California 92130-2332 



Telephone: (858) 720-5195 
Facsimile: (858)720-5125 



sd-217858vl 



6 



Serial No. 10/089,874 
Docket No. 246152016900 



